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DETAILED ACTION 

This action is responsive to RCE filed on March 12 th , 2009. 

Claims 1-22 are pending examination. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 3/12/09 
has been entered. 

Response to Arguments 

Applicant's arguments filed 3/12/09 have been fully considered but they are not 
persuasive. 

In response to Applicant's argument on (Pg. 4, 1|2) that Hickey does not teach or 
suggest "wherein the group email message includes an access indicator for each 
member of the group, the access indicator configured to indicate which members of the 
group have accessed the group email message." Examiner respectfully disagrees. 
Hickey taught status indicators "showing the current status (e.g., New, Read, Answered, 
Moved, etc.) of an email message in the group mailbox". Hickey further taught that such 
status indicators allow the members of the group to obtain the status to messages 
within the group email folder regarding the other members of the group [1179]. 
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Applicant's arguments see Pg. 5 and 6, filed 3/12/09, with respect to the 
rejection(s) of claim(s) 6, 15, and 16 under 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made. 

Claim Rejections - 35 USC § 101 

Claim 18 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 18 is a system claim reciting "a user profile", "a user email folder", "a user 
IM account", and "an interface" all of which fails to specifically disclose to be a part of a 
physical device and to one of ordinary skill can be implemented as software routines. 
Therefore renders the system at most as software per se, failing to fall within a statutory 
category. 

Accordingly, the claims lack the necessary physical articles or objects to 
constitute a machine or a manufacture within the meaning of 35 USC 101. They are 
clearly not a series of steps or acts to be a process nor are they a combination of 
chemical compounds to be a composition of matter. As such, they fail to fall within a 
statutory category. They are, at best, functional descriptive material perse. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive material" are 
nonstatutory when claimed as descriptive material perse, 33 F.3d at 1360, 31 USPQ2d 
at 1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
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statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed.Cir. 1994) 

Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on 
a computer-readable medium, in a computer, or on an electromagnetic carrier signal, do 
not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the 
claims for an algorithm in Benson were unpatentable as abstract ideas because "[t]he 
sole practical application of the algorithm was in connection with the programming of a 
general purpose computer."). 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-5, 7-14, and 17-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Appelman et al. hereinafter Appelman (U.S 6,912,564) in view of 
Hickey et al. hereinafter Hickey (U.S 2002/0087646). 

Regarding Claim 1 , 

Appelman taught a communication method comprising the steps of: 
providing a user profile having a collection of properties related to a user email 
folder, the user profile further having a collection of properties related to a user instant 
messaging (IM) account (Col. 10, Ln. 30-56, subscriber profile data of IM host complex 
590; Profile server 5912 may communicate with servers in the OSP host complex 580 to 
share profile data; Col. 5, Ln. 40-45, OSP host complex supports email services, 
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discussion groups, and other services; Col. 12, Ln. 53-65, folder attributes set by 
subscriber of the host system); 

defining properties of the user email folder using the user profile (Col. 12, Ln. 
53-65); and 

defining properties of the user IM account using the user profile (Col. 10, Ln. 
30-40); and 

providing at least one interface for displaying the user profile, including the 
defined properties of the user email folder and the defined properties of the user IM 
account (Col. 10, Ln. 30-40, profile server is used to enter, retrieve, edit, manipulate or 
process subscriber profile data implying an interface is displayed to the user). 

While Appelman taught an interface for users being able to set their email and 
instant messaging preferences in the subscription profile data, Appelman did not 
explicitly teach: 

wherein the interface is further configured to provide at least one group email 
message corresponding to at least one group email folder, the group email folder 
configured such that members of a group associated with the group email folder have 
access to the group email message, wherein the interface is further configured to 
provide an option to provide at least one user-specific email, the user specific email 
being different than the group email message, and wherein the group email message 
includes an access indicator for each member of the group, the access indicator 
configured to indicate which members of the group have accessed the group email 
message. 
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In an analogous art, Hickey taught a system and method for providing a group 
electronic mailbox that enables multiple users to work collaboratively and/or 
simultaneously with one or more communications received in the mail box (see 
Abstract), in which each electronic communication includes a status indicator that 
conveys the status regarding the associated one or more electronic mails to the 
members of the group, in which the status information includes read information, and 
also in which such status changes in response to acts of each member of the group. 
The system of Hickey provides status information including read information, acted 
upon information, and replied information HJ43]. Hickey further taught status indicators 
"showing the current status (e.g., New, Read, Answered, Moved, etc.) of an email 
message in the group mailbox". Hickey further taught that such status indicators allow 
the members of the group to obtain the status to messages within the group email folder 
regarding the other members of the group [H79]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to combine the "references" of Hickey (as well as the 
other relied upon portions of Hickey) into the teachings of Appelman, in order to indicate 
to each member of the group, through the use of the references, that a group message 
is stored in the group email folder and further allow members of the group to know 
whether or not such emails have been reviewed, acted upon, or replied to thereby 
allowing the members to selectively operate on such electronic communications 
(Hickey: [1111]) as well as notifying members or users of the group of any changes in 
status information of the received electronic communications, so that when a member of 
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the group takes action on an received email, other members of the group can see what 
has been done (Hickey: fl[16]). 
Regarding Claim 2 , 

Appelman taught the step of providing the user profiles comprises: 
assigning a user profile to a user (Col. 10, Ln. 30-56); 

permitting the user assigned to the user profile to have access to the at least one 
user email folder associated with the user profile (Col. 10, Ln. 30-56, Col. 12, Ln. 
53-65); and 

While Appelman taught an interface for users being able to set their email and 
instant messaging preferences in the subscription profile data, Appelman did not 
explicitly teach permitting the user assigned to the user profile to have access to the 
group email folder. 

In an analogous art, Hickey taught a system and method for providing a group 
electronic mailbox that enables multiple users to work collaboratively and/or 
simultaneously with one or more communications received in the mail box (see 
Abstract), and in addition to each user typically having an individual mailbox as well as 
access to the group electronic mailbox 0J36]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to combine the "references" of Hickey (as well as the 
other relied upon portions of Hickey) into the teachings of Appelman, in order to indicate 
to each member of the group, through the use of the references, that a group message 
is stored in the group email folder. See motivation above. 

Regarding Claim 3 , 
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Appelman taught a communication method comprising the steps of: 
assigning a user profile to a user (Col. 10, Ln. 30-56); 
associating a user email folder with the user profile (Col. 12, Ln. 53-65); and 
associating a user instant messaging (IM) account with the user profile (Col. 10, 
Ln. 30-56); and 

While Appelman taught an interface for users being able to set their email and 
instant messaging preferences in the subscription profile data, Appelman did not 
explicitly teach: 

providing at least one interface for displaying the user profile, including the 
defined properties of the user email folder and the defined properties of the user IM 
account, 

While Appelman taught an interface for users being able to set their email and 
instant messaging preferences in the subscription profile data, Appelman did not 
explicitly teach: 

wherein the interface is further configured to provide at least one group email 
message corresponding to at least one group email folder, the group email folder 
configured such that members of a group associated with the group email folder have 
access to the group email message, wherein the interface is further configured to 
provide an option to provide at least one user-specific email, the user specific email 
being different than the group email message, and wherein the group email message 
includes an access indicator for each member of the group, the access indicator 
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configured to indicate which members of the group have accessed the group email 
message. 

In an analogous art, Hickey taught a system and method for providing a group 
electronic mailbox that enables multiple users to work collaboratively and/or 
simultaneously with one or more communications received in the mail box (see 
Abstract), in which each electronic communication includes a status indicator that 
conveys the status regarding the associated one or more electronic mails to the 
members of the group, in which the status information includes read information, and 
also in which such status changes in response to acts of each member of the group. 
The system of Hickey provides status information including read information, acted 
upon information, and replied information fl[43]. Hickey further taught status indicators 
"showing the current status (e.g., New, Read, Answered, Moved, etc.) of an email 
message in the group mailbox". Hickey further taught that such status indicators allow 
the members of the group to obtain the status to messages within the group email folder 
regarding the other members of the group [1f79]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to combine the "references" of Hickey (as well as the 
other relied upon portions of Hickey) into the teachings of Appelman, in order to indicate 
to each member of the group, through the use of the references, that a group message 
is stored in the group email folder and further allow members of the group to know 
whether or not such emails have been reviewed, acted upon, or replied to thereby 
allowing the members to selectively operate on such electronic communications 
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(Hickey: [1111]) as well as notifying members or users of the group of any changes in 

status information of the received electronic communications, so that when a member of 

the group takes action on an received email, other members of the group can see what 

has been done (Hickey: [Tf16]). 

Regarding Claim 4 , 

Appelman taught further comprising: 

defining properties associated with the user email folder as a function of the user 
profile (Col. 12, Ln. 53-65). 
Regarding Claim 5 , 

Appelman taught defining properties associated with the user email folder 
comprises: 

assigning a user name associated with the user (Col. 8, Ln. 59-66); and 
assigning a password associated with the user name (Col. 8, Ln. 59-66). 
Regarding Claim 7 , 

Appelman taught defining properties associated with the user email folder 
comprises: 

assigning a collection of email folders to the user (Col. 1 1 , Ln. 45-47). 
Regarding Claim 8 , 

Appelman taught assigning the collection of email folders to the user comprises: 
storing post office protocol 3 (POP3) server information for each email folder in 
the collection of email folders (Col. 5, Ln. 47-52). 
Regarding Claim 9 , 

Appelman taught assigning the collection of email folders to the user comprises: 
storing simple mail transfer protocol (SMTP) server information for each email 
folder in the collection of email folders (Col. 5, Ln. 47-52). 
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Regarding Claim 10 , 

Appelman taught properties associated with the user email folder comprises: 
storing email filter settings (Col. 12, Ln. 53-65). 
Regarding Claim 11 . 

Appelman taught defining properties associated with the user email folder 
comprises storing an address book associated with the user (Col. 14, Ln. 15-23). 
Regarding Claim 12 , 

Appelman taught storing the address book associated with the user comprises 

assigning address book settings to the address book (Col. 14, Ln. 15-23). 

Regarding Claim 13 , 

Appelman taught further comprising: 

defining properties associated with the user IM account as a function of the user 
profile (Col. 10, Ln. 30-40). 
Regarding Claim 14 , 

Appelman taught defining properties associated with the user IM account 
comprises: 

assigning a user name associated with the user (Col. 8, Ln. 59-66); and 
assigning a password associated with the user name (Col. 8, Ln. 59-66). 
Regarding Claim 17 , 

Appelman taught storing a contact list associated with the user (Col. 10, Ln. 
30-40). 

Regarding Claim 18 , 

Appelman taught a communication system comprising: 
a user profile (Col. 10, Ln. 30-56); 

a user email folder associated with the user profile (Col. 12, Ln. 53-65); and 
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a user instant messaging (IM) account associated with the user profile Col. 10, 
Ln. 30-56); and 

an interface for displaying the user profile, including the defined properties of the 
user email folder and the defined properties of the user IM account (Col. 10, Ln. 30-40, 
profile server is used to enter, retrieve, edit, manipulate or process subscriber profile 
data implying an interface is displayed to the user). 

While Appelman taught an interface for users being able to set their email and 
instant messaging preferences in the subscription profile data, Appelman did not 
explicitly teach: 

wherein the interface is further configured to provide at least one group email 
message corresponding to at least one group email folder, the group email folder 
configured such that members of a group associated with the group email folder have 
access to the group email message, wherein the interface is further configured to 
provide an option to provide at least one user-specific email, the user specific email 
being different than the group email message, and wherein the group email message 
includes an access indicator for each member of the group, the access indicator 
configured to indicate which members of the group have accessed the group email 
message. 

In an analogous art, Hickey taught a system and method for providing a group 
electronic mailbox that enables multiple users to work collaboratively and/or 
simultaneously with one or more communications received in the mail box (see 
Abstract), in which each electronic communication includes a status indicator that 



Application/Control Number: 10/686,345 Page 13 

Art Unit: 2457 

conveys the status regarding the associated one or more electronic mails to the 
members of the group, in which the status information includes read information, and 
also in which such status changes in response to acts of each member of the group. 
The system of Hickey provides status information including read information, acted 
upon information, and replied information ffl43]. Hickey further taught status indicators 
"showing the current status (e.g., New, Read, Answered, Moved, etc.) of an email 
message in the group mailbox". Hickey further taught that such status indicators allow 
the members of the group to obtain the status to messages within the group email folder 
regarding the other members of the group HI79]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to combine the "references" of Hickey (as well as the 
other relied upon portions of Hickey) into the teachings of Appelman, in order to indicate 
to each member of the group, through the use of the references, that a group message 
is stored in the group email folder and further allow members of the group to know 
whether or not such emails have been reviewed, acted upon, or replied to thereby 
allowing the members to selectively operate on such electronic communications 
(Hickey: [1111]) as well as notifying members or users of the group of any changes in 
status information of the received electronic communications, so that when a member of 
the group takes action on an received email, other members of the group can see what 
has been done (Hickey: [IP 6]). 

Regarding Claim 19 , 

Appelman taught the user profile is configured to define properties associated 
with the user email folder (Col. 12, Ln. 53-65). 
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Regarding Claim 20 , 

Appelman taught the properties associated with the user email folder include at 
least an email filter setting (Col. 12, Ln. 53-65). 
Regarding Claim 21 . 

Appelman taught the user profile is configured to define properties associated 
with the user IM account (Col. 10, Ln. 30-40). 
Regarding Claim 22 , 

Appelman taught the properties associated with the user IM account include at 
least a contact list (Col. 10, Ln. 30-40). 

Claims 6, 15, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Appelman in view of Hickey and further in view of 'Official Notice'. 
Regarding Claims 6 and 15 , 

Appelman taught substantially all the limitations of claims 4 and 13 however, 
failed to specifically teach defining properties associated with the user email folder 
comprises: assigning a user type associated with the user. 

Examiner takes 'Official Notice' that it was well-known to one of ordinary skill in 
the art for assigning user type associated with a user in a email environment as it would 
provide secure email communication between known and unknown users in the 
network. 

Regarding Claim 16 , 

Appelman taught substantially all the limitations of claims 4 and 13 however, 
failed to specifically teach defining properties associated with the user IM account 
comprises: assigning a collection of IM accounts to the user. 
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Examiner takes 'Official Notice' that it was well-known to one of ordinary skill in 
the art for assigning a collection of IM accounts to the user as it would allow a user in 
one IM application to communicate with other users using different IM applications 
without the need to install separate IM applications. 

Conclusion 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HEE SOO KIM whose telephone number is (571)270- 
3229. The examiner can normally be reached on Monday - Thursday 8:00AM - 5:30PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for published 

applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/H. K.I 
3/18/09 

/ARIO ETIENNE/ 

Supervisory Patent Examiner, Art Unit 2457 



